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• *»R£MARKS/ARGUMENTS*«« 

The Official Action of July 9, 2008 has been thoroughly studied- Accordingly, the changes 
presented herein for the application, considered together with the following remarks, are believed to 
be suiBcient to place the application into condition for allowance. 

By the present amendment, the limitations of claims 15, 16 and 18 have been incorporated 
into independent claim 1 . 

In addition, the remaining claims have been amended to coirespond to the changes to claim 1 . 

Entry of the changes to the claims is respectfiilly requested 

Claims 1-3 and 5-26 stand rejected und» 35 U.S.C §103(a) as being unpatentable over 
Japanese reference no. 2003-1 05320 to Wantanabe ct al. in view of Japanese reference no, 08-092342 
toOtakaetal. 

For the reasons set forth below it is submitted that all of the pending claims are patentable 
over the combination of Wantanabe et al. and Otakaet al- and therefore, the outstanding rejection of 
the claims should prop^fy be withdrawn. 

Favorable reconsideration by the Examiner is earnestly solicited. 

The Examiner has relied upon Watanabe et aL as setting: 

...forth liquid compositions for making gaskets used in HDD application via methods 
using an automated x-y-z coating robot. Said composition comprises a liquid 
carbonate modified polyurethane acrylate, a diluent (acrylic monomers of formulas 1 
and/or 2), and a photoinitiator. Said pofyurethane acrylate is obtained by the reaction 
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of a polycarbonate polyol having a molecular weight of IK to 3K, a diisocyanate 
compound, which can be aliphatic, alicycHc and/or aromatic, a polyhydric alcohol 
having (meth)aciylic groups. Per examples* there is an addition of 5,0 weight percent 
of a trivalent alcohol - a polyether diol obtained from trimethylol propane. Per 
examples, JP'320 sets forth the addition of the photoinitiator prior to the terminal 
(meth) acrylating reaction and the addition of a hindered phenolic antioxidant 
(Irganox 1010, mw, 1 178). 



The Examiner concedes that: 

Watanabe et al does not expressly teach the addition of a conq>ound such as 
component (E) in the instantly written claims. 

However, the Examiner takes tfie position thai: 

... it is known m the prior art to add dimethacrylate compounds of alkylene glycol, 
wherein the alkylene group is substituted by a lower alky group having 1 to 5 carbon 
atoms, such as found in JP 08-092342 to Otaka et aL 



It is noted that the teachings of Watanabe et aL are discussed on 2 of ^licants* specification 

where it is disclosed: 

To overcome the problem [too tow of a viscosity for use with a coating robotl, 
processes for efficient^ prodwing HDD gaskets having a cdievron-shaped cross- 
section with a high sealalnlity by an automatic coating robot from a photo-curable 
liquid material with an inq»oved thixotropical property by addition of an inorg^ 
filler have been proposed (JP-A-200 1-225392 and JP-A-2003-105320). However, 
these processes would be inadequate for the production of HDD gaskets now 
requiring a high humidity hamex fiinctkin due to the presence of the inorganic fiDer of 
hi^ity hydrophilic property. 

Thus, as presented and claimed, ^pUcants' inventwn provides for a gasket molding material 
that has a desired viscosity (for use with an automatic coating robot) that avoids the use of an 

10 
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inorganic filler v^^iich was found to cause probtems in the prior art of JP-A-2003-1 05320 (Watanabe 
et al.). Such problems, as noted in applicants' Background Art section involve the lack of a suitable 
humidity or moisture barrier when inorganic fillers are used, because of their inherent highly 
hydrophilic properties. 

As described in paragraph [0026] of Watanabe et aL, when discharging the liquid gasket 
material by a coating robot* it is necessary to add thickeners, sudi as an inorgank; filler in order to 
provide the U V-curable liquid gasket material with a high thjxotropy so that the discharged she^ and 
productivity are in a desired state- However, c^plicants have determined that the use of such 
inorganic fiUers provides a poor bazrier to hunridity and moisture due to the highly hydropWl nature 
of inorganic fillers. 

To support the necessity of inorganic fillers, Watanabe et al, inchides CoII^>aIative Example 1 
in which no inorganic filler was used. As a result, in Comparative Exan^le 1 average height, 
average wklth, and ratio of average heightAvidth of a test gasket did not have a suilident viscosity as 
a gasket molding material £q>plicable to an automatic coating robot. 

Af^lk^ants^ discbsed and claimed invention does involve the use of inorganic fillers and thus 
is distinguishable over Watanabe et ai. in conq)OSftion and in performance properties^ inchjdmg a 
humidity barrier. 

The Examiner has relied upon Otaka et aL as teaching that ft is known in the prior art to add 
dimethacrylale con:?)ounds of alkylene glycol, wherein the alkylene group is substituted by a lower 
alky group having 1 to S carbon atoms* 

11 
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Otaka et al, is directed to oon?>ositioiis from which to make plastic films. As such, the 
teachings of Otaka et aL are not at aU applicable to improvemems in compression characteristics or 
other properties that are associated with gasket materials. 

Certainly, the teachings of Otaka et aL are not at all relevant to gasket molding materials that 
designed and formulated to have properties and characteristics that are suitable for appUcation with 
automatic coatmg robots. 

Thus, the teachings of Otaka et al. are not relevant to the in^rovements over the prior art ftat 
are associated with applicants' claimed mvention, let alone relevant to the teachings of Watanabe et 
al. otherwise. 

As held by the CAFC in In re Serrtaken 

In order for a combination of references to rendCT an invention obvious, the 
combination of the teachings of all or any of the references must suggest, expressly or 
by in3>lication, the possibility of atiiieving further improvement by combining such 
teachings atong the Bne of the invention^ and that prior art references in combination 
do not make an hivention obvious unless something in the prior art references would 
suggest the advantage to be derived from combining their teachings, /w re Serrtaker 
in USPQ 1, at 5,6 (CAFC 1983). 

Clearly the teachings of Otaka et al, which the Examiner has combined with and used to 
modify Watanabe et al. do not suggest achieving further improvemrat along the line of applicants* 
disclosed invention. 

Applicants avoid the use of inorganic fillers in order to avoid the poor humidity barrier 
properties associated with the use of inorganic fillers. 
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Watanabe et aL specifically requires inorganic fillers and thus is not suitable for gaskets that 
provide good humidift' bamers. 

The teachings of Otaka et aL do not eBminate the use of inorganic fillers in Watanabe et al. 
and thus do not overcome the problem of humidity passing through the gaskets of Watanabe et aL 

Moreover, as noted above, the teachings of Otaka et aL are not at aU relevant to Watanabe et 

aL 

Based upon the above distinctions between the i»ior art relied upon the Examiner and the 
present invention, and the overafl tea«*ings of prior art, properly considered as a whole, it is 
respectfiilly submitted that the Examiner cannot rely upon the prior art as required under 35 U.S.C. 
§1 03 to establish a prima facie case of obviousness of applicants' claimed invention. 

It is, theicfore, submitted that any reliance upon prior art wouW be in^jfoper inasmuch as the 
prior art does not remotely anticipate, teach, suggest or render obvious the present invention. 

It is submitted that the claims, as now am^ed, and the discussion contained herein clearly 
show that the claimed mventkjn is novel and neither anticipated nor obvious ovw: the teachii^ of the 
prior art and the outstanding rejection of the claims should hraice be withdrawn. 

Therefore, reconsideration and vjrithdrawal of the outstanding rejection of the claims and an 
early allowance of the claims is believed to be in order. 

It is believed that the above represents a complete response to the Official Action and 
reconsideration is requested. 
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If upon consideration of the above, the Examiner should feel that there remain outstanding 
issues in the present application that could be resolved, the Examiner is invited to contact applicants^ 
patent counsel at the telephone number given below to discuss such issues. 

To the extent necessary, a petition for an extension of time under 37 CFR §1.136 is hereby 
made. Please charge the fees due in connection with the filing of this paper, includmg extension of 
time fees, to Deposit Account No. 12-21 36 and please credit any excess fees to suchdeposit account. 



RcspertfiiUy submitted. 




Michael S. Gzybo^ 
Reg. No. 32,816 



BUT2EL LOW 
350 South Main Street 
Suite 300 

Ann Arbor. Michigan 4S104 
(734)995-3110 
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